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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1)S Responsive to communication(s) filed on 17 February 2006 . 
2a)S This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) [3 Claim(s) 1-22 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) H Claim(s) 13 and 14 is/are allowed. 

6) S Claim(s) 1-12 and 15-22 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) ^ The drawing(s) filed on 07 November 2001 is/are: a)S accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

11) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 
Claim Rejections - 35 USC § 103 

1. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identicaliy disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

2. Claims 1-8, 10-12, 15-17, 21, and 22 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Gibson et al. (hereinafter Gibson - US Pat. No. 5,557,596) in 
view of Pfeiffer (hereinafter Pfeiffer '305 - US Pat. No. 4,423,305) for the same reasons 
as discussed in the previous Final Office Action, mailed on 1 1/21/2005. 

Furthermore, claims 1, 10, 16, and 22 have been amended to specify atomic 
resolution storage. The Examiner agrees with Applicant that Atomic Resolution Storage 
(ARS) is already well-known in the art (see specification of current application - page 1, 
lines 11-16), and contends that Gibson clearly discloses an ARS system (please also 
note specification of current application - page 6, lines 19-22). Thus, the rejection as 
discussed in the aforementioned Office Action remains unchanged. 

3. Claims 9 and 18-20 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Gibson et al. (hereinafter Gibson - US Pat. No. 5,557,596) in view of Pfeiffer 
(hereinafter Pfeiffer '305 - US Pat. No. 4,423,305) and further in view of Notte, IV 
(hereinafter Notte - US Pat. No. 6,515,287 B2) for the same reasons as discussed in 
the previous Final Office Action, mailed on 1 1/21/2005. 
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Furthermore, claim 19 has been amended to specify atomic resolution storage. 
The Examiner agrees with Applicant that Atomic Resolution Storage (ARS) is already 
well-known in the art (see specification of current application - page 1, lines 11-16), and 
contends that Gibson clearly discloses an ARS system (please also note specification of 
current application - page 6, lines 19-22). Thus, the rejection as discussed in the 
aforementioned Office Action remains unchanged. 

Allowable Subject Matter 

4. Claims 13 and 14 are allowed for reasons cited in the previous Office Action that 
was mailed on 4/4/2005. 

Response to Arguments 

5. Applicant's arguments filed 2/17/2006 have been fully considered but they are 
not persuasive. 

Applicant, on pages 8 and 9 of the response filed February 17, 2006 argues that 
there is no motivation to combine the Gibson and Pfeiffer references. In response to 
applicant's argument that there is no suggestion to combine the references, the 
examiner recognizes that obviousness can only be established by combining or 
modifying the teachings of the prior art to produce the claimed invention where there is 
some teaching, suggestion, or motivation to do so found either in the references 
themselves or in the knowledge generally available to one of ordinary skill in the art. 
See In re Fine, 837 F.2d 1071, 5 USPQ2d 1596 (Fed. Cir. 1988) and In re Jones, 958 
F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 1992). In this case, the Examiner asserts that 
the inventions are not unrelated, though it is noted that the Applicant disagrees. 
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Examiner would like to point out that the Gibson reference is related to an Atomic 
Resolution Storage systems (ARS) as indicated in the Applicant's Admitted Prior Art 
(see page 6, lines 19-22). Pfeiffer is directed towards semiconductor devices (see 
column 1, lines 11-14) and all other electron optical instruments (column 1, line 65). 
Furthermore since the problem of aiming the electron beam was noted in the Pfeiffer 
patents and the Pfeiffer patents are directed at electron optical systems (column 1, line 
65), Examiner asserts that there is clear motivation to combine the references as stated 
in the previous Office Action. 

Furthermore, Applicant argues that the Gibson reference and Pfeiffer references 
are directed at solving two different problems. Examiner respectfully disagrees. 
Examiner asserts that the references do not contradict each other as all of the 
references are directed towards electron optical devices. Also, Examiner asserts that 
the device disclosed by Pfeiffer is not limited to other than daily checks and that any 
particular interval would be within the scope of the claims. Thus, the combination of 
references as discussed in the previous Final Office Action is upheld. 

Applicant, on pages 9 and 10 of the response, argues that there is no reasonable 
expectation of success due to the fact that the device as disclosed by Pfeiffer would not 
fit inside the confines of the device disclosed in the Gibson reference (see line 1 of page 
10). It has been held that it is an obvious matter of design choice to make a device 
smaller, since such a modification would have involved a mere change in the size of a 
component(s). A change in size is generally recognized as being within the level of 
ordinary skill in the art. In re Rose, 105 USPQ 237 (CCPA 1955). Therefore, Examiner 
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asserts that it would not be unreasonable for one of ordinary skill in the art to adapt the 
electron aiming device as disclosed by Pfeiffer to fit in the confines of the ARS system 
as disclosed by Gibson. 

Applicant, on page 10 of the current response, argues that not all elements are 
taught by the reference(s). 

According to the arguments by applicant dealing with claim 1, Applicant argues 
that the Pfeiffer reference shows voltage being sensed outside the emitter and not "on" 
the emitter. Examiner asserts that the voltage is sensed "in" the emitter in the current 
application. Examiner understands the claim language of "sensing the emitter voltage 
on the emitter" to mean "...in the emitter" as it is supported by the specification and 
drawings of the current application (see page 13, lines 1-7 and Figure 6A of the current 
application). Examiner asserts that Pfeiffer is sensing the emitter voltage, only from 
outside the emitter, but that the same emitter voltage is being sensed. Since no 
reasonable explanation was provided in the specification of the current application for 
why the voltage needed to be sensed "in" the emitter, Examiner cited that the element 
disclosed in the Pfeiffer reference is performing the same task and therefore reads upon 
the claim as currently written. 

Furthermore, Applicant argues that Pfeiffer does not suggest a non-inverted 
voltage being supplied to the amplifier. Examiner asserts that it would be correct for 
one of ordinary skill in the art to depict an inverted input to any electrical component 
with an open dot on the component connection in an electrical diagram. Since that dot 
is absent in the diagram as provided in the Pfeiffer reference and the specification does 
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not specifically state the status of the signal being input into the amplifier, the Examiner 
can assume that the input is naturally non-inverted (see Pfeiffer '271 Figure 4, elements 
34 and 43). 

According to the arguments by applicant dealing with claim 10, Applicant argues 
that Examiner is wrongfully construing the claim language involving the claimed sensing 
switch. Examiner respectfully disagrees. Since no reasonable explanation was 
provided in the specification of the current application as to why the voltage needed to 
be sensed by a "sensing switch" and that there was no switching (as defined by the 
ordinary and customary meaning of the word 'switching') taking place, Examiner cited 
that the element disclosed in the Pfeiffer reference is performing the same task and 
therefore reads upon the claim as currently written. 

According to the arguments by applicant dealing with claim 16, Applicant argues 
that Pfeiffer is not directed to an atomic resolution storage means. Examiner agrees 
with applicant that Pfeiffer does not disclose atomic resolution storage. However, 
Pfeiffer does disclose that the device, as disclosed, can be used in semiconductor 
devices (column 1, lines 11-14) and suggests that the device will also aid in the stability 
of all electron optical devices (column 1, line 65). 

According to the arguments by applicant dealing with claim 19, Applicant argues 
that the Pfeiffer reference shows voltage being sensed outside the emitter and not "on" 
the emitter Examiner asserts that the voltage is sensed "in" the emitter in the current 
application. Examiner understands the claim language of "sensing the emitter voltage 
on the emitter" to mean "...in the emitter" as it is supported by the specification and 
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drawings of the current application (see page 13, lines 1-7 and Figure 6A of the current 
application). Examiner asserts that Pfeiffer is sensing the emitter voltage, only from 
outside the emitter, but that the same emitter voltage is being sensed. Since no 
reasonable explanation was provided in the specification of the current application for 
why the voltage needed to be sensed "in" the emitter, Examiner cited that the element 
disclosed in the Pfeiffer reference is performing the same task and therefore reads upon 
the claim as currently written. 

Continued Examination Under 37 CFR 1.114 
6. All claims are drawn to the same invention claimed in the application prior to the 
entry of the submission under 37 CFR 1.114 and could have been finally rejected on the 
grounds and art of record in the next Office action if they had been entered in the 
application prior to entry under 37 CFR 1.114. Accordingly, THIS ACTION IS MADE 
FINAL even though it is a first action after the filing of a request for continued 
examination and the submission under 37 CFR 1.114. See MPEP § 706.07(b). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
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the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Conclusion 

7. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Adam R. Giesy whose telephone number is (571) 272- 
7555. The examiner can normally be reached on 8:00am- 5:30pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, William R. Korzuch can be reached on (571) 272-7589. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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